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Serial No.: 10/677,443 


Group No.: 3749 
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Examiner: Gregory A. Wilson 


For: ONCE-THROUGH EVAPORATOR 


FOR A STEAM GENERATOR 



Mail Stop PETITIONS 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

TRANSMITTAL 

Transmitted herewith is: 



IS] A REQUEST FOR RECONSIDERATION OF PETITION TO WITHDRAW 
HOLDING OF ABANDONMENT in the above-designated application in response 
to the Decision on Petition mailed January 9, 2006] 

IEI A Supplemental Declaration of Edward A. Boeschenstein with the 
following enclosures: 

1 . A true copy (reduced in size) of the cover for the file jacket for 
the above-designated application; 

2. A report for the above-designated application generated by law 
firm's commercial patent program data base; and 

3. A copy of the Supplemental Information Disclosure Statement 
for the above-designated application that was sent to the Patent 
Office on June 14, 2005. 

□ An additional fee is required. 

The Commissioner is hereby authorized to charge any additional fees or credit 
overpayment under 37 CFR 1.16 and 1.17 which may be required by this paper to 



Deposit Account 162201 . Duplicate copies of this sheet are enclosed. 




Registration No: 22,986 



I hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient postage as first 
class mail in an envelope addressed to Mail Stop PETITIONS, Commissioner for Patents, PO Box 1450, Alexandria, VA 223 13- 
1450 on January I 
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Mail Stop PETITIONS 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

REQUEST FOR RECONSIDERATION OF PETITION TO 
WITHDRAW HOLDING OF ABANDONMENT 

This paper responds to a Decision on Petition mailed from the Patent Office on 
January 9, 2006, in connection with the above-designated patent application. The 
decision dismissed the applicant's petition to withdraw a holding of abandonment, but 
contained an offer to reconsider that decision upon a request filed within two months. 
This Request for Reconsideration serves that purpose. 

By way of background, the Patent Office rendered its initial action in the above- 
designated application on March 29, 2004. Applicant did not become aware of the 
action until September 30, 2004, when the examiner to whom the application is 
assigned called, inquiring if applicant intended to abandon the application. Applicant 
immediately filed its Petition to Withdraw Holding of Abandonment. 
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Appl. No. 10/677,443 

Request for Reconsideration of Petition to Withdraw Holding of 
Abandonment/January 19, 2006 

In preparing the petition the undersigned attorney followed the guidelines set 
forth in MPEP 711.03(c) (1) (A) which is entitled "Petition to Withdraw Holding of 
Abandonment Based on Failure to Receive Office Action". Those guidelines require: 

1 . A statement from the practitioner confirming that the official action was not 
received. 

2. A statement from the practitioner attesting that a search of the file jacket 
indicates that the official action was not received. 

3. A statement from the practitioner that the docket records indicate that the 
official action was not received.. 

4. A copy of the docket record for the due date where to the official action 
would have been entered, had the official action been received. 

The Declaration of Edward A. Boeschenstein that accompanied the petition met the 
foregoing requirements. 

The petitions examiner, however, contends that a petition to withdraw a holding 
of abandonment must also contain a copy of the file jacket showing entry of all actions 
from the Patent Office. Applicant cannot find within MPEP 711.03(c) (1) (A) or the 
notice that appeared at 1156 OG 53 any requirement for submission of file jacket 
entries, although the latter does refer to the file jacket as one form of evidence suitable 
under an old and burdensome procedure that is no longer in effect. 
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Appl. No. 10/677,443 

Request for Reconsideration of Petition to Withdraw Holding of 
Abandonment/January 19, 2006 

Be that as it may, applicant submits herewith the Supplemental Declaration of 
Edward A. Boeschenstein. That declaration introduces a copy (reduced in size) of the 
file jacket for the application as it appeared during the spring, summer, and fall of 2004. 

Also, using a commercial computer program, the law office records events in 
patent applications, including receipt of official actions, all as explained in the 
Supplemental Declaration. The computer report for the application bears no reference 
to the official action of March 29, 2004, further indicating that it was never received. 

Further evidence that the law firm did not receive the official action of March 29, 
2004 resides in the fact that the undersigned attorney on June 17, 2004, submitted a 
Supplemental Information Disclosure Statement with a representation that no fee was 
due because the document was submitted "before the first action on the merits". The 
undersigned attorney could not have ethically made that representation had he been 
aware of the official action of March 29, 2004. 

In view of the foregoing favorable consideration of the "Request for 
Reconsideration of Petition to Withdraw Holding of Abandonment" and dispatch of the 
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Appl. No. 10/677,443 

Request for Reconsideration of Petition to Withdraw Holding of 
Abandonment/January 19, 2006 



office action are respectfully requested. 



Respectfully submitted, 




Edward A. Boeschenstein 
Reg. No. 22,986 

Polster, Lieder, Woodruff & Lucchesi, L.C. 
12412 Powerscourt Drive, Suite 200 
St. Louis, Missouri 63131 
Phone (314) 238-2400 
Fax (314) 238-2401 
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SUPPLEMENTAL DECLARATION OF EDWARD A. BOESCHENSTEIN 

Edward A. Boeschenstein declares as follows: 

1. I am an attorney registered to practice before the United States 
Patent and Trademark Office in connection with the prosecution of patent 
applications. I practice law with the law firm of Polster, Lieder, Woodruff & 
Lucchesi in St. Louis, Missouri, having been a partner in that firm at all times 
relevant to the matters discussed in this declaration. 

2. On October 4, 2002, I filed on behalf of Joseph E. Schroeder and 
his employer, Nooter/Eriksen, Inc., U.S. provisional patent application 60/416,083 
for a "Once-Through Evaporator with Twisted Tape Inserts". Later I prepared 
and filed the above-designated nonprovisional application which derives priority 
from the provisional application, having sent that nonprovisional application to the 
U.S. Patent Office by Express Mail on October 2, 2003. 

3. On October 3, 2004, after having been informed that the application 
had lapsed into abandonment for lack of a response to an official action mailed 
on March 29, 2004, I filed a Petition to Withdraw Holding of Abandonment. The 
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U.S. Patent Application No. 10/677,443 

SUPPLEMENTAL DECLARATION OF EDWARD A. BOESCHENSTEIN 

petition, while it referred to the file jacket for the application, did not include a 
copy of the jacket cover where official actions and responses are recorded. 

4. A true copy, although reduced in size, of the cover for the file jacket 
of the above-designated application as it existed during the spring, summer, and 
fall 2004 is attached. 

5. When the law firm receives an official action from the Patent Office, 
that official action is directed immediately to a paralegal having responsibility for 
patent applications. The paralegal enters information concerning the official 
action into a computer data base controlled in part by a commercial patent 
program. A report generated by that program for the above-designated 
application is attached. The "List of Actions" section of the report contains no 
reference to the official action of March 29, 2004, indicating that the official action 
was never received. The paralegal, upon receiving an official action, also enters 
the action in a docketing system, and that system produced the report that was 
attached to the Declaration filed with the original Petition. Finally, the paralegal 
retrieves the file for the application to which the official action pertains and enters 
the official action on the cover of the file jacket under "P.O. Actions". Only then is 
the file together with the official action delivered to the attorney responsible for 
the application. 

6. On June 17, 2004, after having received an International Search 
Report for a PCT application corresponding to the above-designated application, 
I sent to the Patent Office a Supplemental Information Disclosure Statement 
citing the references identified in the International Search Report. The 



NOOT 8500U1 



2 



U.S. Patent Application No. 10/677,443 

SUPPLEMENTAL DECLARATION OF EDWARD A. BOESCHENSTEIN 

Supplemental Information Disclosure Statement states: "the U.S. Patent Office 
(ISA/US) dispatched the search report... "before the first action on the merits. 
Therefore, no fee is due". I would not have released the Supplemental 
Information Disclosure Statement with that representation had I been aware of 
the official action of March 29, 2004. A copy of the Supplemental Information 
Disclosure Statement is attached. 

7. All statements made herein of my own knowledge are true and all 
statements made on information and belief are believed to be true. These 
statements were made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both under section 1001 
of Title 18 of the United States Code, and that such willful false statements may 
jeopardize the validity of the application or any patent issuing thereon. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICANT: Joseph E. Schroeder GROUP: 3749 

SERIAL NO.: 10/677,443 EXAMINER: 

FILED: October 2, 2003 DOCKET NO.: NOOT8500U1 

FOR: ONCE-THROUGH EVAPORATOR FOR A STEAM GENERATOR 

St. Louis, Missouri 
June 17, 2004 

Mail Stop Amendment 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 
PURSUANT TO S1.97 AND S 1.98 

Sir: 

The information, patents and/or literature references listed on the attached 
Form PTO-1449, may be relevant to the examination of this application. 

Pursuant to 37 CFR § 1 .97(e), the undersigned attorney hereby certifies that 
to the best of his information and belief that the seven references cited on Form PTO 
1449 were first cited in a communication from the United States Patent Office; that 
the communication pertains to International Patent Application PCT/US03/31174 
which is the counterpart of U.S. Application 10/677,443; and that the U.S. Patent 
Office (ISA/US) dispatched the search report not more than three months ago and 
before the first action on the merits. Therefore, no fee is due. 



V 



The last page of the International Search Report is likewise submitted 
herewith to show the degree of relevance accorded the individual references. 
Specifically, section C of the International Search Report identifies the category of 
relevance for each reference cited and claimed. The claims of the International 
application generally correspond to the original claims in the U.S. application. 

The Commissioner is hereby authorized to charge any additional fees or credit 
overpayment under 37 CFR 1.16 and 1.17 which may be required by this paper to 
Deposit Account 162201 . Duplicate copies of this sheet are enclosed. 
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postage as first class mail in an envelope addressed to Mail Stop Amendment, Commissioner for Patents, PO Box 




Respectfully su bmitted 



Date: June 17, 2004 



Edward A. Boeschenstein 
Registration No. 22,986 
POLSTER, LIEDER, WOODRUFF 
& LUCCHESI, L.C. 
12412 Powerscourt Drive, Suite 200 
St. Louis, MO 63131 
(314) 238-2400 
(314) 238-2401 (fax) 
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